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REMARKS 

The amendments and remarks herein attend to all outstanding issues in the 
pending non-final Office Action of October 7, 2003. Claims 1-6, 9, 1 1-23, 26 and 28- 
54 remain pending in this application. Claims 1-3, 6, 1 1-14, 18-20, 28-31, 35-38, 40- 
43, 45-48 and 50-53 are amended. Claim 7 is cancelled. The Specification is 
amended for editorial clarity. No new matter is added with any of the amendments 
presented herein. 

I. Priority 

The status of related applications has been updated, application serial numbers 
have been added for the listed issued patents, and wording has been amended to 
clarify that the present application (and not 08/881,968) is a CIP of 09/419,127. 
No new matter has been entered. 

II. Information Disclosure Statement 

Applicants acknowledge that the Examiner is unable to consider references 
missing publication dates or pages. Regretfully, with the exception of the Merck 
Manual citation (addressed below), the copies submitted in the Information 
Disclosure Statement represent the best copies available to Applicant. Applicant is 
therefore unable to provide the information required for proper consideration. 

In accordance with the Examiner's request for page numbers of the Merck 
Index reference, Applicant submits herewith a Replacement Sheet to the Information 
Disclosure Statement filed 10/30/2001, and a Replacement Sheet to the Merck manual 
reference also submitted 10/30/2001. Both Replacement Sheets properly identify 
pages 1216-1217 of the Merck Manual. 

III. Specification 

The Merck Index citation was objected to by the Examiner as introducing new 
matter. The citation has been removed. 

IV. Objections to the Claims 
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All of the Examiner's suggestions regarding changes to the claims have been 
implemented. The changes were deemed to be semantic in nature and not limiting. 
No new matter has been entered in the claims. 

o The formulas, both structural and written, were corrected in claims 1 , 
11, 18 and 28. 

o The spelling of alkynyl was corrected in claims 1 and 18. 
o The "0"s have been replaced with "0"s in the phosphate salts of claims 
1, 11, 18 and 28. 

o The term "fungicidal" has been changed to "fungal" in claims 1, 18, 
35, 40, 45 and 50. 

o The term "salt" has been removed from claims 11, 12, 13, 14 and 18. 
o The term "bactericidal" has been changed to "bacterial" in claims 35, 
40, 45 and 50. 

o The abbreviation AI (active ingredient) was changed to "metal" in 

claims 2, 3, 19, 20, 38, 43, 48 and 53. 
o The lettering of the sub-sections of claims 35, 40, 45 and 50 has been 

corrected. 

o Punctuation has been added at the ends of claims 36, 41 , 46 and 5 1 . 

In addition to the above amendments, Applicant has further amended the 
claims for editorial clarity, as follows: 

o Tin has been removed from the list of metals in claims 1,18, 35, 40, 45 
and 50. 

o The word "has" has been deleted from claim 18. 

o Grammar has been corrected in claims 36, 41 , 46 and 5 1 . 

V. Claim Rejections under 35 U.S.C. SI 12, first paragraph 

Claims 1-6, 9, 11-17, 32 and 33 stand rejected under 35 U.S.C. §112, first 
paragraph. The Examiner stated that, "the specification, while being enabling for 
controlling, does not reasonably provide enablement for preventing." Applicant 
respectfully disagrees with the Examiner's conclusion that prevention is not enabled. 
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The Merriam- Webster dictionary defines the word prevent in the following 
manner: "to meet or satisfy in advance; to act ahead of; to keep from happening or 
existing; to deal with beforehand. Prevent implies taking advance measures against 
something possible or probable. " Therefore, Applicant contends that it would be 
obvious to one of ordinary skill in the agricultural arts to apply the disclosed 
composition to an unafflicted plant, thereby "acting ahead of the fungus, bacteria or 
microorganism to keep such fungus, bacteria or microorganism from existing on the 
plant. 

The patent application further discloses a minimal formula for a preventative 
composition, [0024]: 

"The preferred composition for preventing Phytophthora will be 
comprised of at least one potassium phosphonate and at least one 
potassium phosphate, as it has been found that these two constituents, 
when combined, will cause a synergistic effect which results in the 
substantial prevention of infection by Phytophthora. . .The two constituents 
will be combined in an amount sufficient to prevent infection and 
manifestation by various disease causing organisms, with the particular 
amounts combined dependent upon the particular species of plant to be 
treated, the specific disease causing organism to be treated, and the 
particular phosphate salt and phosphonate salt that will be combined." 
(emphasis added) 

In addition to the formula of a preventative composition (i.e., at least one 
phosphonate and at least one phosphate), preventative compositions are defined as dry 
mixes or aqueous solutions [0023] which may be applied by various means: spraying 
[0032]; foliar application, either by ground or aerial equipment [0038]; or injection or 
soil applications [0038]. 

Applicant further submits that there is no requirement that a working example 
be disclosed in order to enable one of ordinary skill in the art to practice the invention. 
However, Examples 3, 5, 6, 7 and 8 are all directed to plant material exposed to 
fungicides or bactericides prior to inoculation or exposure to adverse organisms. 

In summary, the application discloses the use of the invention in a 
preventative sense, a minimal formula for prevention (i.e., at least one phosphonate 
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and at least one phosphate) and means for administering the preventative composition 
to plants. It is only left for an ordinary person to know to apply the preventative 
composition to plants prior to infection. Given that the definition of prevent is "to 
keep from happening or existing; to deal with beforehand; taking advance measures 
against something possible or probable," and that there are 5 examples of fungicides 
or bactericides being applied to unafflicted plants in the application, the use of the 
invention in a preventative sense is clearly enabled. 

The preceding discussion demonstrates that the applicant was in intellectual 
possession of an embodiment using the disclosed composition for preventing fungus, 
bacteria and microorganisms. Furthermore, no undo experimentation would be 
necessary for one of ordinary skill in the art to practice this embodiment. For 
example, sample 7 of Example 13 discloses a composition containing at least one 
phosphonate and at least one phosphate that would be appropriate for preventative 
use. 

VI. Claim Rejections under 35 U.S.C. SI 12, second paragraph 

Claims 6, 18, 23, 28-31, 35-38, 40, 41-43, 45-48 and 50-53 stand rejected 
under 35 U.S.C. §112, second paragraph, as indefinite for failing to particularly point 
out and distinctly claim the subject matter which Applicant regards as the invention. 
Appropriate correction has been made as follows: 

o The recitation of "added as an aqueous solution containing an amount 
of metal chelate (on a metal basis)" in claims 6 and 23 has been 
changed to "added in an amount (on a metal basis)". As only one 
"aqueous solution" is now recited, it is clear that the metal chelate is 
added on a weight basis relative to the entire solution. Support for this 
amendment may be found at [0031] which states, "...adding the metal 
chelate to the water in an amount equal to between about 1% and about 
5% by weight (on a metal basis) of the total solution." 

o The term "salt" has been removed from claims 1 1, 12, 13, 14 and 18. 
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o The terms "first salt" and "second salt" have been changed to 
"phosphonate salt" and "phosphate", respectively, in claims 28, 29, 30 
and 31. 

o The word "composition" has been added to claims 35, 38, 40, 43, 48, 
50 and 53. 

o Potassium phosphate has been changed to "dipotassium" phosphate in 

claims 36, 37, 41, 42, 46, 47, 51 and 52. 
o Phrases directed to the equilibrium reactions and products have been 

added to claims 35, 40, 45 and 50. 
No new matter has been added to the claims by these amendments. 

VII. Double Patenting 

Claims 1-6, 9, 11-23, 26 and 28-54 stand rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claims 1-8 
of U.S. Patent No. 5,736,164, Claims 1-5 of U.S. Patent No. 5,800,837 or Claims 1-49 
of U.S. Patent No. 6,338,860, each in view of Ducret et al. (U.S. Patent No. 
4,139,616), Fenn et al (1984), Reuveni et al. (Plant Pathology 1995), Scher (U.S. 
Patent No. 4,714,614) and Supa Crop. 

Additionally, Claims 1-6, 9, 11-23, 26 and 28-54 stand rejected under the 
judicially created doctrine of obviousness-type double patenting as being unpatentable 
over claims 1 and 2 of U.S. Patent No. 6,139,879 in view of Ducret et al. (U.S. Patent 
No. 4,139,616), Fenn et al (1984), Reuveni et al. (Plant Pathology 1995), Scher (U.S. 
Patent No. 4,714,614) and Supa Crop (1990). 

Of the above listed references, only Scher and Supa Crop relate to metal 
chelates. Scher teaches that FeEDDHA is effective against Fusarium wilt. Supa Crop 
teaches a composition containing phosphates, phosphonates, and metal chelates of 
iron, manganese, zinc, and copper, wherein the metal chelates provide nutrients to 
plants. The Examiner has cited In re Kerkhoven, 205 USPQ 1069, 1072 (CCPA 
1980) which states, "It is prima facie obvious to combine two compositions each of 
which is taught by the prior art to be useful for the same purpose, in order to form 
a third composition to be used for the very same purpose." However, Supa Crop 
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teaches that metal chelates act as nutritional supplements when mixed with a 
phosphate and a phosphite, whereas Scher teaches fungicidal activity of FeEDDHA 
combined with a disease-suppressant strain of Pseudomonas putida. The two 
references are not teaching the use of metal chelates for the same purpose . Therefore, 
the combination of these references does not create a case of prima facie obviousness. 
As none of the other references cited by the Examiner teach metal chelates, they also 
do not support a case for prima facie obviousness-type double patenting. 

In addition, as discussed in the next section, there is a synergistic effect based 
on the combination of Applicant's three-component mixture. This was previously 
presented to the Examiner. With all due respect, Applicant submits that the Examiner 
has misinterpreted the supplied information. 

VIII. Claim Rejections under 35 U.S.C. S103(a) 

Claims 1-6, 9, 11-23, 26 and 28-54 stand rejected under 35 U.S.C. §103(a) as 
unpatentable over Horriere et al. in view of Ducret et al. (U.S. Patent No. 4,139,616), 
Fenn et al. (1984), Reuveni et al. (Plant Pathology 1995), Scher (U.S. Patent No. 
4,714,614) and Supa Crop (1990). 

Applicants repeats and incorporates the arguments set forth in the preceding 
section. Without more, the pending application claims are in condition for allowance. 
The fact that the three-component mixture of the invention displays a synergistic 
effect leaves no room for doubt on this score. 

A synergistic effect based on the combination of Applicant's three component 
mixture was previously presented. In response to these arguments, the Examiner has 
stated, "In an IPER (12/13/2002), it was remarked by the PCT examiner that the 
embodiments of the claimed invention showed no synergistic activity but only what 
would be expected from the combination of the components." 

The PCT examiner cited Colby, S. R. "Calculation of the Synergistic and 
Antagonistic Responses of Herbicide Combinations/' Weeds, 1967, 15, 20-22, 
containing the formula: 
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E=X+Y-XY/100 

in which E represents the expected percentage of inhibition of the disease for the 
combination of the two fungicides at defined doses (for example equal to x and y 
respectively), X is the percentage of inhibition observed for the disease by the 
compound (I) at a defined dose (equal to x), Y is the percentage of inhibition observed 
for the disease by the compound (II) at a defined dose (equal to y). When the 
percentage of inhibition observed for the combination is greater than E, there is 
a synergistic effect. The PCT Examiner then incorrectly states, "this is the case 
neither in Exhibit A, nor in Exhibit B, wherein the percentage of inhibition in both 
cases equals to E (more or less 1-2%)." A comparison of expected results (calculated 
with the above formula) versus observed results for Exhibits A and B are shown 
below: 



Exhibit A - Late Blight Observations on Potato var. "Atlantic 



Treatment 


% Late Blight 


Sample 1. 

15.1% K 2 HP0 3 + 15.1% K2HPO4 + 
69.8% inert ingredients (H 2 0) 


1.85 


Sample 2. 

Cu-EDDHA (3.2% Cu) - 0.2 lb. AI/100 
gal. 


18.45 


Sample 7. 

80% v/v Sample 1 + 0.2 lb. AI/100 gal. 
(Cu-EDDHA) 


0.39 


Control 


28.12 



E = (28.12-1.85)+(28.12-18.45H(28.12-1.85)*(28.12-18.45))/100 = 33.4% inhibition 
expected (i.e., 33.4-28.12 = 5.28% late blight expected) 
0.39% late blight observed 
Improvement of 4.89% 
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Exhibit B - Carrot Alternaria Trial 



Treatment 


% Infected 


Sample 1. 

15.1% K 2 HP0 3 + 15.1% K2HPO4 + 
69.8% inert ingredients (H2O) 


26.25 


Sample 2. 

Cu-EDDHA (3.2% Cu) - 0.2 lb. AI/100 
gal. 


28.75 


Sample 7. 

80% v/v Sample 1 + 0.2 lb. AI/100 gal. 
(Cu-EDDHA) 


15.0 


Control 


52.5 



E = (52.5-26.25)+(52.5-28.75)-((52.5-26.25)*(52.5-28.75))/100 = 36.14% inhibition 
expected (i.e., 52.5 - 36.14 = 16.36% infection expected) 
15.0% infection observed 
Improvement of 1.36% 



Additionally, data based on an affidavit submitted in the present application on July 3, 
2003 is shown below: 



Cauliflower seedlings subjected to Zanthomonas campestris pv. campestris 



Treatment 


% Infected 


FNX-100. 

(PO3/PO4) @ 2% v/v (H 2 0) 


21.0 


FNX-200. 

Cu-EDDHA @ 0.2 lb. AI/100 gal. 


34.7 


FNX-2000. 

FNX-100@2% + FNX-200 0.2 lb. AI/100 
gal. (Cu-EDDHA) 


1.39 


Control 


59.3 | 



E = (59.3-21. 0)+(59.3-34.7)-((59.3-21.0)*(59.3-34.7))/100 = 53.48% inhibition 
expected (i.e., 59.3 - 53.48 = 5.82% infection expected) 
1.39% infection observed 
Improvement of 4.43% 



Each of the three examples above shows greater than expected inhibition of 
disease and, thus, a synergistic effect. The court has stated, "A greater than expected 
result is an evidentiary factor pertinent to the legal conclusion of obviousness. . .of the 
claims at issue." In re Corkill, 71 1 F.2d 1496, 226 USPQ 1005 (Fed. Cir. 1985). 
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Improvements in pesticide effectiveness, such as those demonstrated above, 
are not insignificant. World pesticide expenditures totaled more than $33.5 billion 
dollars in 1998 and 1999, with U.S. expenditures making up approximately $11 
billion dollars of total expenditures. 1 Therefore, improvements in pesticide efficiency 
of 1-5% translate into savings of billions of dollars. 

1 "Pesticides Industry Sales and Usage: 1998 and 1999 Market Estimates" issued by the United States 
Environmental Protection Agency in August 2002, accessed January 27, 2004 on the internet at: 
www.epa.gov/oppbeadl/pestsales/99pestsales/market_estimatesl999.pdf. 

Villi. Conclusion 

Applicant submits that the present paper is a complete response to the non- 
final Office Action of October 7, 2003 that should put this application in condition for 
allowance. Should the Examiner have any questions, comments or suggestions that 
would expedite the prosecution of this case, Applicants 1 undersigned representative 
earnestly requests a telephone conference. 



Respectfully Submitted, 



Date: April _J_ 2004 




David J. Lee, Reg No. 41,935 
LATHROP & GAjGE, L.C. 
4845 Pearl East Circle, Suite 300 
Boulder, Colorado 80301 
Tel: (720)931-3021 
Fax: (720)931-3001 
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